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DETAILED ACTION 

i> This action is in response to Applicant's request for continued examination. Claim 17 
is amended. Claims 17-22 are presented for further examination. 



2> This is a non-final rejection. 

Continued Examination Under 37 CFR 1.114 
3> A request for continued examination under 37 CFR 1,114, including the fee set forth in 
37 CFR 1.17(e), was filed in this application after final rejection. Since this application is 
eligible for continued examination under 37 CFR 1.114, and the fee set forth in 37 CFR 1.17(e) 
has been timely paid, the finality of the previous Office action has been withdrawn pursuant 
to 37 CFR 1.114. Applicant's submission filed on 5.25.2006 has been entered. 



Response to Arguments 
I. Response to Applicant's amendment and arguments 

Applicant's amendment is directed at limiting the operation modes within the claims 
by clarifying that the operation modes are of the data processor. This amendment was 
introduced in light of Applicant's assertion that the primary art reference, Uchiyama, 
discloses operation modes that determine the operation of a synchronous DRAM. Applicant 
also introduces an amendment in the preamble of the claim limiting the data processor such 
that it is formed on a single chip. Applicant's arguments and amendment filed 5.25.2006 have 
been fully considered but they are not persuasive for the following reasons. 



« 
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A. Applicant's specification contradicts and does not support Applicant's 
amendment and argument concerning the operation modes 

During patent examination, the pending claims must be given their broadest 
reasonable interpretation consistent with the specification. In re Hyatt, 211 F.3d 1367, 1372 
(Fed. Cir. 2000). Additionally, the first paragraph of 35 U.S.C. 112 requires that the 
specification shall contain a written description of the invention. MPEP §2163(1) . To satisfy 
the written description requirement, a patent specification must describe the claimed 
invention in sufficient detail that one skilled in the art can reasonably conclude that the 
inventor had possession of the claimed invention. Id. 

Here, Applicant's amendment is given its broadest reasonable interpretation 
consistent with the specification. Applicant's amendment states: "...the plurality of operation 
modes comprise operation modes of the data processor." Applicant argues that the new 
amendment overcomes Uchiyama by limiting the operation modes of the claim to operation 
modes of a data processor. However, Applicant's argument is expressly contradicted and 
unsupported by Applicant's specification. 

When discussing Applicant's specification, this action refers to Applicant's published 

publication, 2004I0199716. Applicant's specification expressly states: 

"A further representative of the invention to be disclosed herein will be briefly 
described in the following. Specifically, the external bus interface is equipped with a memory 
control signal generator for generating a control signal necessary for setting the operation 
mode of the synchronous dynamic type RAM by using an address signal..." (emphasis 
added) [0027]. 

Additionally, Applicant's specification goes on to summarize the different operation 
modes of the SDRAM, including the three modes that are claimed in claim 1 [0283-0301]. 
Indeed, Applicant's specification is silent as to the operation modes comprising operation 
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modes of a data processor and only discusses operation mode of the SDRAM, as described in 

Uchiyama's invention. 

Thus, based on Applicant's specification, the Office interprets Applicant's claimed 

operation modes as being operation modes of an SDRAM. Based on this interpretation, 

Uchiyama's teaching discloses Applicant's claimed operation modes. Applicant's amendment 

therefore does not overcome the prior art reference. 

B. Uchiyama discloses a data processor formed on a single chip 

Applicant amends claim 17 with language directed towards a data processor formed on 

a single chip to overcome Uchiyama. However, Uchiyama discloses a data processor that is 

on a single chip [column 3 «lines 5'8»]. 

II. Conclusion 

Based on the foregoing remarks, Applicant's amendment and remarks are not 
persuasive. The claim rejections set forth in the final rejection, filed 1.27.2006, are maintained. 

Claim Rejections - 35 USC § m 
The following is a quotation of the first paragraph of 35 U.S.C. 112: 

The specification shall contain a written description of the invention, and of the manner and process of 
making and using it, in such full, clear, concise, and exact terms as to enable any person skilled in the art to 
which it pertains, or with which it is most nearly connected, to make and use the same and shall set forth the 
best mode contemplated by the inventor of carrying out his invention. 

4> Claims 17-22 are rejected under 35 U.S.C. 112, first paragraph, as failing to comply with 
the written description requirement. The claim(s) contains subject matter which was not 
described in the specification in such a way as to reasonably convey to one skilled in the 
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relevant art that the inventor(s), at the time the application was filed, had possession of the 
claimed invention. 

Applicant's amendment is directed towards operation modes comprising operation 
modes of the data processor. However, Applicant's specification only discusses operation 
modes with respect to SDRAM [see Applicant's published publication 0027, 0276, 0283-301]. 
Thus, Applicant's amendment is not described in the specification in such a way as to convey 
to one skilled in the art that Applicant had possession of the claimed invention. 



Claim Rejections - 35 USC § 102 
The following is a quotation of the appropriate paragraphs of 35 U.S.C. 102 that form 
the basis for the rejections under this section made in this Office action: 
A person shall be entitled to a patent unless - 

(e) the invention was described in (1) an application for patent, published under section 122(b), by another 
filed in the United States before the invention by the applicant for patent or (2) a patent granted on an 
application for patent by another filed in the United States before the invention by the applicant for patent, 
except that an international application filed under the treaty defined in section 351(a) shall have the effects 
for purposes of this subsection of an application filed in the United States only if the international 
application designated the United States and was published under Article 21(2) of such treaty in the English 
language. 



5> The text of those sections of Title 35, U.S. Code not included in this action can be 
found in a prior Office action. See previous final rejection, filed 1.26.2006, for claim 
rejections. 



6> Claims 17-22 are rejected under 35 U.S.C. 102(e) as being anticipated by Uchiyama, 
U.S Patent No. 5.574.876. 
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The applied reference has a common assignee with the instant application. Based 
upon the earlier effective U.S. filing date of the reference, it constitutes prior art under 35 
U.S.C. 102(e). This rejection under 35 U.S.C. 102(e) might be overcome either by a showing 
under 37 CFR 1.132 that any invention disclosed but not claimed in the reference was derived 
from the inventor of this application and is thus not the invention "by another," or by an 
appropriate showing under 37 CFR 1.131. 



Conclusion 

Any inquiry concerning this communication or earlier communications from the 
examiner should be directed to Dohm Chankong whose telephone number is 571.272.3942. 
The examiner can normally be reached on Monday-Thursday [7:30 AM to 4:30 PM]. 

If attempts to reach the examiner by telephone are unsuccessful, the examiner's 
supervisor, Bunjob Jaroenchonwanit can be reached on 57i.272.39 x 3* The fax phone number 
for the organization where this application or proceeding is assigned is 57i-273~8300. 
Information regarding the status of an application may be obtained from the Patent 
Application Information Retrieval (PAIR) system. Status information for published 
applications may be obtained from either Private PAIR or Public PAIR. Status information 
for unpublished applications is available through Private PAIR only. For more information 
about the PAIR system, see http://pair-direct.uspto.gov. Should you have questions on 
access to the Private PAIR system, contact the Electronic Business Center (EBC) at 866-217- 
9197 (toll-free). If you would like assistance from a USPTO Customer Service 
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Representative or access to the automated information system, call 800*786-9199 (IN USA 
OR CANADA) or 571-272-1000. 
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